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DETAILED ACTION 

Response to Arguments 

The examiner has received applicant's arguments on 01/15/2009, to the office 
action mailed by the examiner on 10/15/2008. 

The examiner received the amendment to the specification, including the abstract 
and hereby withdrawals the previous objection set forth. 

The amendment to claims 12-13 overcome the previous rejection under 35 USC 
§112 with respect to use of indefinite language and failure to particularly point out and 
distinctly claim the subject matter. Thus, the previous rejection under 35 USC § 112 
has been withdrawn with respect to claims 12 and 13. Since claim 16 has been 
canceled, the previous rejection under 35 USC § 112 has been withdrawn. However, 
the rejection under 35 USC § 1 12 is upheld by the examiner and further explained in the 
following paragraph. 

Applicant's arguments filed 01/15/2009 have been fully considered but they are 
not persuasive. The examiner received the amendment to the independent claim 1 and 
acknowledges applicant cancellation of claim 16. With respect to the prior art reference, 
Large (previously cited by examiner), used in the previous rejection by the examiner, 
the reference discloses both spherical and non-spherical segments, where at one point, 
defined as a segment, it is non-spherical, as in generally non-spherical shape, similar to 
that of a straight line. Thus, it inherently exists. The examiner has annotated figure 3 
provided previously by the examiner from the prior art, where this figure meets all of the 
claim language. From figure 3, inherently, one side has wedge shaped recesses and 
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the other has spherical and non-spherical segments. Thus, the combination does in 
fact exist. The examiner respectfully asserts that the claim language is unclear and fails 
to particularly point out and distinctly claim the subject matter, as the interpretation by 
the examiner meets the claim language but the examiner acknowledges the inventive 
concept but does not understand if the applicant wants a point, which defines a 
segment to be non-spherical, or a segment that is horizontal, vertical or follows the lens 
in the circular or oval direction. It needs to be clear, and the claims need to be 
amended to particularly point out and distinctly claim the subject matter. Since the 
independent claim has been amended to include matter rejected under 35 USC § 112, 
the rejection is now set forth below to all pending claims that depend on claim 1 . 
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Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 1-15 and 17-21 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

With respect to the rejection set forth, it has been previously discussed above by 
the examiner. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1-8, 11, 13, 17 and 20-21 (as best understood) are rejected under 35 
U.S.C. 102(b) as being anticipated by Large (US Patent 5,712,721; hereinafter Large). 

Claims 1 & 3: 

See figure 3 and remarks by examiner above with respect to the spherical and 
non-spherical segments. 
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Large discloses a lens device for the treatment of visual impairments comprising 
a fixing element, such as the ends, for fixing in the eye, at least one convex lens (25) 
and several wedge-shaped recesses (22). Regarding claim 3, Large discloses below 
that the wedge-shaped recesses feature different angles. The different angles of the 
wedge-shaped recesses can be seen in FIG. 3 below. 

Large discloses a lens where one side has several wedge-shaped recesses and 
the other side has Fresnel lenses (10) capable of containing spherical or non-spherical 
segments depending on the lens chosen, (column 2, lines 55-59). 




Claims 2 & 4: 

Large discloses using a lens designed as a segment of a Fresnel lens. 
Regarding claim 4, Large further discloses a protective coating layer that encapsulated 
the lens, thus filling the recesses and preventing reflection of light on the edges of the 
lens, (column 2, lines 52-63) 
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Claims 5 & 11: 

Large discloses a coating and/or material for the device to feature a refraction 
index equal to the chamber fluid. Regarding claim 11, Large further discloses a 
transparent fluid (24) that is filled in the chamber (see FIG. 3) whose refraction index is 
also equal to that of the coating and/or material, (column 4, lines 4-8). 

Claims 6-8: 

Large discloses a lens with an anterior and posterior chamber separated by a 
transparent wall, where the anterior chamber not facing the retina features at least one 
convex elastic element (column 3, lines 40-44) where alignment of the curve allows the 
focal width of this element is variable. (See FIG. 2). The word "chamber" is defined as a 
"natural or artificial enclosed space or cavity" by Merriam-Webster's online dictionary. 
Regarding claim 7, Large further discloses a lens with a supporting element for the 
recesses so that the inclination, as in when placing an object up, such as (23) against 
the recesses (22), the inclination angle is adjusted to meet that of the recesses 
depending on their angle. (See FIG. 4). Regarding claim 8, it is inherent that the 
supporting element is pre-stressed against rotation. 
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Claims 13 & 20 (as understood): 

Large discloses a further optic means, such as a polarizer layer (13), that can be 
placed in the path of rays before or behind the lens device. (See FIG. 2). With respect 
to claim 20, Large discloses a lens placed with a polarizer layer and thus an optic 
means where the optic is a lens, (column 2, lines 52-63). 

Claim 17 (as understood): 

Large discloses a lens where one side is planar (See FIG. 3 below) and the other 
side has a superposition of wedge-shaped recesses and one or several Fresnel lenses 
capable of containing spherical or non-spherical segments depending on the lens 
chosen, (column 2, lines 55-59). 
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Claim 21: 

Large discloses use of electromagnetic or magnetic energy input. (See abstract 
and column 1 , lines 53-63). 



Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 
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Claims 9-10, 12 and 18-19 (as best understood) are rejected under 35 
U.S.C. 103(a) as being unpatentable over Large as applied to claim 6 above, and 
further in view of Skottun et al (US Patent 5,489,302; hereinafter Skottun). 

Claims 9 & 18: 

Large discloses the invention substantially as claimed. However, Large fails to 
disclose a chamber connected to a supply and removal canal, a pump or volume 
modification means via valve(s) [claim 18: with a characteristic curve], so elements 
undergo a change of form when the pump or volume means is activated. Skottun 
discloses a chamber with a volume modification means [claim 18: with a characteristic 
curve (10)] thus changing the form when activated for the purpose of allowing a lower 
force to act on the membrane, (column 8, line 66 - column 9, line 16). It would have 
been obvious to one having ordinary skill in the art at the time the invention was made 
to modify Large with a volume modification means to allow a lower force to act on the 
membrane. Skottun further discloses use of Boyle's law to record performance or 
measurements (column 9, lines 27-38). It is inherent that the pressure in the eye can 
be determined through Boyle's law. 

Claim 10: 

Large discloses a surface (23) capable of being assigned to the wedge-shaped 
recesses (22) where an elastic element is at (or assigned) to each of these inclined 
surfaces and when a surface undergoes a rotation when the pump or volume 



Application/Control Number: 10/576,326 Page 10 

Art Unit: 3774 

modification means is activated, the focal point is designed to be redirected on the 
retina. This is inherent as the angle would have been modified when the volume 
modification means is activated. 

Claim 12 (as understood): 

Large discloses implanting batteries capable of providing energy to the volume 
modification means, (column 5, lines 14-20 and 47-48). 

Claim 19: 

Large discloses a coating and/or material for the device to feature a refraction 
index equal to the chamber fluid. Large further discloses a transparent fluid (24) that is 
filled in the chamber (See FIG. 3) whose refraction index is also equal to that of the 
coating and/or material, (column 4, lines 4-8). 

Claim 14 is rejected under 35 U.S.C. 103(a) as being unpatentable over Large as 
applied to claim 1 above, and further in view of Faubl (US Patent 6,244,707; hereinafter 
Faubl). 

Claim 14: 

Large discloses the invention substantially as claimed. However, Large fails to 
disclose a lens with a UV-protective film for protection of the retina from UV rays. Faubl 
discloses a lens with a UV-protective film for protection of the retina (column 1, lines 10- 
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25) for the purpose of protecting the interior of the eye. It would have been obvious to 
one having ordinary skill in the art at the time the invention was made to modify Large 
with a UV-protective layer in order to protect the interior of the eye. 

Claim 15 is rejected under 35 U.S.C. 103(a) as being unpatentable over Large as 
applied to claim 1 above, and further in view of Kelman (US Patent 4,828,558; 
hereinafter Kelman). 

Claim 15: 

Large discloses the invention substantially as claimed. However, Large fails to 
disclose a lens designed to be foldable or elastic for reduction of the sclera tunnel 
incision. Kelman discloses an intraocular lens that is foldable or elastic to allow for a 
reduction of the sclera tunnel incision (column 3, lines 55-62) for the purpose of allowing 
for a smaller incision during implant. It would have been obvious to one having ordinary 
skill in the art at the time the invention was made to modify Large's lens with a foldable 
or elastic material in order to allow for a smaller incision during implant. 

Conclusion 

In order for the applicant to overcome the above rejection, the claim language 
must be amended to particularly and distinctly claim the inventive concept. The 
examiner recommends that the applicant review the prior art of record, and previously 
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cited by the examiner. Further, any amendments will require a new search to determine 
patentability. 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to MICHAEL J. BOOTH whose telephone number is 
(571)270-7027. The examiner can normally be reached on Monday thru Thursday 
8:00am - 6:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David J. Isabella can be reached on (571) 272-4749. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/M.J. B./ 

Examiner, Art Unit 3774 
January 21, 2009 



/Alvin J Stewart/ 

Primary Examiner, Art Unit 3774 



